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Dear Examiner: 



RESPONSE TO NOTIFICATION OF NON-COMPLIANT APPEAL BRIEF 
SUBMITTED UNDER 37 C.F.R. § 41.37 



Applicants submit this Response to Notification of Non-Compliant Appeal Brief to the 
Board of Patent Appeals and Interferences on appeal from the decision of the Examiner of Groi ip 
Art Unit 3621, dated April 20, 2006, finally rejecting claims 1-76. 

In as much as this Reply is filed prior to expiration of the period for reply with or witholit 
extension of time, it should be deemed as filed timely. In the event any additional extension >f 
time is required to maintain the pendency of the application, this is an express request for ai y 
such required extension of time and an authorization to charge any required fee, including bjrt 
not limited to extension fees, to Deposit Account No. 05-1712. 
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Response to NONC on June 1 1 , 2007 

REMARKS 

Applicant submitsj this Response to the Notification of Non-Compliant Appeal Brief 
dated April 9, 2007* Tile Notification states that the brief does not comply with 37 CFR 
41.37(c)(l)(v) and further; states that M [t]he claimed invention is not mapped to the independent 
claims, which should refej 1 to the specification by page and line number and to the drawings, if 
any, by figure and element' 1 

i 

Further, the Notification states that "the brief does not present an argument under 
separate heading for ea^h ground of rejection on appeal" in accordance with 37 CIJR 
4I.37(c)(l)(vii). 

In response to the j above, Applicant is submitting herewith an Amended Appeal Bri^f, 
which is believed to compjy fully with applicable requirements. 

Respectfully submitted, 



Date: / / ^UoA a 7 




KeitlfA. Bell 
Registration No. 30,023 



Post Office Address (to whicji correspondence is to be sent) 

ExxonMobil Chemical Company 

Law Technology 

P.O. Box 2149 i 

Baytown, Texas 77522-2149 

Telephone No. (281) 834-23Q7 

Facsimile No. (281) 834-2495 
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Sir: 



I. 

n. 
m. 

IV. 

v. 

VI. 

vn. 
vin. 

IX. 

X. 



AMENDED APPEAL BRIEF UNDER 37 C.F.R. § 41.37 

In accordance with| the provisions of 37 C.F.R. § 41 .37, Appellants submit the following 
j TABLE OF CONTENTS 

REAL PARTY DM llNTEREST 2 

RELATED APPEALS AND INTERFERENCES 3 

STATUS OF CLA [MS .'. 4 

STATUS OF AMENDMENTS 5 

SUMMARY OF CLAIMED SUBJECT MATTER 6 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 1 1 

ARGUMENT ] ]2 

CLAIMS APPENDIX 30 

EVIDENCE APPENDS 41 

RELATED PROCEEDINGS APPENDIX 42 
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P. 



The real party in 
assignee of the present 
subsidiary of Exxon Mobil! 



L REAL PARTY IN INTEREST 



interest in this matter is ExxonMobil Chemical Patents, Inc., ihe 
application. ExxonMobil Chemical Patents, Inc. is a wholly-owned 
Cotporation. 
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II. 



To the best of Appellants 1 knowledge, no related appeals or interferences or other judicjial 
proceedings exist at this tiipie 
or have a bearing on the Bcpard' 
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RELATED APPEALS AND INTERFERENCES 



which may be related to, will directly affect or be directly affected 
['& decision in the pending appeal. 
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PL STATUS OF CLAIMS 



Claims 1-76 are pending in the application, with claims 1, 12, 29, 43, 54, 62, 69, and 
being independent claims. 

Claims 1 -76 are rejected. 



76 



Claims 1-76 are being appealed. 
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IV. STATUS OF AMENDMENTS 



No amendments after final rejection have been filed. 
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SUMMARY Off CLAIMED SUBJECT MATTER 



documents 



If)* 
re 



Independent claim 
see page 2, lines 12-13) 
multiple contract 
see page 2, line 15) 
Status" field on Figures 
on Figures 1-9 and Figu 
field on Figures 1-9 and 
field on Figure 2), and 
Figure 2); and a field 
owner (e.g., see page 7, 
Figures 1, 2 and 11) or 
generating reports based 
through search of said fie 
accessible by a plurality o; 

Dependent claim 
analyzing said report to 
seepage 12, lines 12-14) 

Dependent claim ] 
deciding, based on said 
page 12, lines 16-18). 

Dependent claim 
taking action based on said 

Dependent claim 1 
taking action based on an 
(e.g., see page 12, lines 18 

Independent claim 
see page 2, line 21) 
11, line 22) , said contract 



Figi 



1 is directed to a contract generation and administration system (e.g., 
comprising: a single contract database comprising data obtained from 
(e.g., see page 2, lines 13-14), said data organized into fields (e.g., 
comprising: draft contract status (e.g., see page 7, line 28 and "Agreenu nt 
, contract identifier (e.g., see page 7, line 7 and "Agreement #" fie Id 
11), contract type (e.g., see page 6, line 6-7 and "Agreement Typ 
ure 1 1), effective date (e.g., see page 7, line 5 and "Effective Da^e M 
expiration date (e.g., see page 7, line 5 and "Expiration Date" field 
comprising obligation type (e.g., see page 7, line 23 and Figures 5 and t), 
ljine 24 and Figures 1, 5 and 11), status (e.g., see page 7, line 25 a 
date (e.g., see page 7, line 27 and Figure 2); said system capable 
said database (e.g., see page 8, lines 18-22), said reports obtainat 
ds (e.g., see page 9, lines 11-22); and said database being selectively 
users (e.g., see page 2, line 19, page 11, lines 10-20 and Figure 10). 
is directed to the method of claim 12 further comprising the step 
determine which, if any, of said obligations should be acted upon (e. 



due 



on 



13 



4 is directed to the method of claim 13 further comprising the step 
analysis, whether to act upon one or more of said obligations (e.g., s 



15 



is directed to the method of claim 13 further comprising the step 
analysis (e.g., see page 12, lines 16-18). 

5 is directed to the method of claim 12 further comprising the step 
analysis of said report and updating said database to reflect said actic n 
20). 

12 is directed to contract generation and administration method (e. 
comprising: drafting a contract or receiving a draft contract (e.g., see pa< e 
draft having one or more obligations (e.g., see page 2, line 22-23 ard 



id 
of 
le 



of 



bf 

e 

bf 
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2 
2, 



Figures 6 and 11); storing data obtained from the draft in a single contract database comprising 
data obtained from multiple contract documents (e.g., see page 2, line 23-24); after execution of 
said draft, storing data obtained from the resulting contract in said database (e,g„ see page 2, line 
24-25), said data organized into fields (e.g., see page 2, line 25-26) comprising: draft contract 
status (e.g., see page 7, lifle 28 and " Agreement Status" field on Figures 1-4), contract identif er 
(e.g., see page 7, line 7 and "Agreement #" field on Figures 1-9 and Figure 1 1), contract type 
(e.g., see page 6, lines 6-7 and "Agreement Type" field on Figures 1-9 and Figure i 1), effective 
date (e.g., see page 7, line 5 and "Effective Date" field on Figure 2), and expiration date (e.g., see 
page 7 f line 5 and "Effective Date" field on Figure 2); and a field comprising obligation type 
(e.g., see page 7, line 23 jpd Figures 5 and 6), status (e.g M see page 7, line 25 and Figures 1 
and 11), owner (e.g., see page 7, line 24 and Figures 1, 5 and 1 1) or due date (e.g., see page 
line 27 and Figure 2); anc^ said database capable of generating reports based on said data (e. 
see page 2, lines 28-29), said reports obtainable through search of said fields (e.g., see page 
line 29); and said database being selectively accessible by a plurality of users (e.g., see page 2, 
line 30 and page 11, lin^s 10-20); and retrieving from said database a report of outstanding 
obligations (e.g., see page 2, lines 30-31). 

Independent claim| 29 is directed to a contract generation and administration method 
comprising: drafting a contract or receiving a draft contract, said draft contract having one br 
more obligations (e.g., see page 3, line 3-4); routing the draft contract to one or more parties f :>r 
review and/or execution (e.g., see page 3, lines 4-5); storing review and/or execution data in 
single contract database cpmprising data obtained from multiple contract documents (e.g., s<>e 

after execution of said draft, data obtained from the resulting contra :t 
organized into fields (e.g., see page 3, lines 6-8) comprising: draft 
contract status (e.g., see page 3, line 9), contract identifier (e.g., see page 3, line 8), contract tyjie 
(e.g., see page 3, lines 8-9], effective date (e.g., see page 3, line 9), and expiration date (e.g., see 

comprising obligation type (e.g., see page 3, line 10). status (e.g., see 
page 3, line 10), owner (e.g., see page 3, line 10) or due date (e.g., see page 3, line 10); and sa d 
database capable of generating reports based on said data (e.g., see page 3, line 10-11), sa d 
reports obtainable through search of said fields (e.g., see page 3 ( lines 1 1-12), and said databa* 



page 3, lines 5-6); storing, 
in said database said data 
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on 



30 



33 



being selectively accessib 
said database a report of 

Dependent claim 
analyzing said report to 
see page 12, lines 12-14) 

Dependent claim 
deciding, based on said 
(e.g., see page 12, lines 16 

Dependent claim 
either making or receiving 

Dependent claim 
updating said database to 
16). 

Independent claim 
comprising; drafting a 
more obligations (e.g., 
review and/or execution (i 
single contract database 
page 3, lines 18-19); storing, 
said database, said data 
contract status (e.g., see 
type (e.g., see page 3, line 
see page 3, line 22); and a 
see page 3, line 23), owner 
said system capable of 
said reports obtainable 
being selectively accessibly 
database a report of 
determine which, if any, 



e by a plurality of users (e*g. 7 see page 3, line 12); and retrieving fr< 
tstanding financial obligations (e.g., see page 3, line 13). 
is directed to the method of claim 29 further comprising the step 
determine which, if any, of said obligations should be acted upon (e. 



1 is directed to the method of claim 30 further comprising the step 
analysis, whether to act upon one or more of said financial obligations 

18). 

2 is directed to the method of claim 30 further comprising the step 
payment based on said analysis (e.g., see page 10, lines 15 and 24). 

is directed to the method of claim 32 further comprising the step 



neflect said payment or receipt of payment (e.g. t see page 10, lines 15- 



43 is directed to A contract generation and administration method 



see 



of 



of 



of 



of 



of 



or 



Otrj 



a 
e 
in 

ft 



contract or receiving a draft contract, said draft contract having one 
page 3, lines 16-17); routing the draft contract to one or more lbr 
g., see page 3, lines 17-18); storing review and/or execution data in 
comprising data obtained from multiple contract documents (e.g., s 
after contract execution, data obtained from the resulting contract 
ganized into fields (e.g., see page 3, lines 19-21) comprising: dr; 

3, line 22), contract identifier (e.g., see page 3, line 21 ) 7 contract 
21), effective date (e.g., see page 3, line 22), and expiration date (e, 
field comprising obligation type (e.g., see page 3, line 23), status (e.i„ 
(e.g., see page 3, line 23) or due date (e.g., see page 3, line 23); ai 
generating reports based on said database (e.g., see page 3, lines 23-2^), 
through search of said fields (e.g., see page 24-25), and said database 
by a plurality of users (e.g., see page 3, line 25); retrieving from sa 
outstanding obligations (e.g., see page 3, line 26); analyzing said report 
said obligations should be acted upon (e.g., see page 26-27); takir 



g 
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action based on said analysis (e.g., see page 3, lines 27-28); and updating said database to reflect 
said action (e.g M see page 3, line 28). 

Independent clainj 54 is directed to a contract generation and administration methbd 
comprising: drafting a contract or receiving a draft contract, said draft contract proposing to 
obligate a party to make jDne or more payments (e.g., see page 3, lines 31-32); routing the drift 
contract to one or more parties for review and/or execution (e.g., see page 3, line 32 - page 4, li ie 

1); storing review and/or execution data in a single contract database comprising data obtained 

i 

from multiple contract documents (e.g., see page 4, lines 1-3); storing, after execution of Sflid 
draft, data obtained from Ihe resulting contract in said database, said data organized into fiel Is 
(e.g., see page 4, lines 3-4[) comprising: draft contract status (e,g„ see page 4, lines 4-5), contact 



identifier (e.g., see page 4, 
page 4, line S) t expiration 



line 5) f contract type (e.g., see page 4, line 5), effective date (e.g., s ?e 

4, 



date (e.g., see page 4> line 5) and payment due date (e.g., see page 
line 6); and said database capable of generating reports based on said data, said repo ts 
obtainable through searchj of said fields (e.g., see page 4, lines 6-7). and said database being 
selectively accessible by f plurality of users (e.g., see page 4, lines 7-8); retrieving from S2f d 
database a list of payments due (e.g., see page 4, lines 8-9); obtaining from said database 



1 



invoice or payment letter yherein said invoice or payment letter is generated automatically using 
said stored data (e.g., see page 4, lines 9-1 1 ); and sending the invoice or payment letter (e.g., s >e 
page 4, line 11). j 

Independent claim 62 is directed to a contract generation and administration method 
comprising: drafting a coptract or receiving a draft contract, said draft contract proposing to 
obligate a party to make one or more payments (e.g., see page 4, lines 14-15); routing the dreft 
contract to one or more parties for review and/or execution (e.g., see page 4, lines 15-16); storit g 
review and/or execution jdata in a single contract database comprising data obtained fro-n 
multiple contract documents (e.g., see page 4, lines 16-18); storing, after execution of said drat, 
data obtained from the resulting contract in said database, said data comprising payment da 
(e.g., see page 4, lines 18t-19); generating from said database a list of payments due (e.g., st 
page 4, lines 19-20); obtaining from said database an invoice or payment letter wherein sa 
invoice or payment letter is generated automatically using the data stored in said database (e.g 
see page 4, lines 20-22); sending the invoice or payment letter (e.g., see page 4, line 22); ard 
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updating the database to reflect that payment was made or to reflect receipt of payment (e.g., j ee 
page 4, lines 23-24). j 

Independent claim 69 is directed to a contract generation and administration method 
comprising: drafting a contract or receiving a draft contract, said draft contract proposing to 
obligate a party to make <j>ne or more payments (e.g., see page 4, line 15); routing the drift 
contract to one or more parties for review and/or execution (e.g., see page 4, line 15); storing 
review and/or execution j data in a single contract database comprising data obtained frcm 

i 

multiple contract documents (e.g., see page 4, line 16); obtaining from the database an indication 
as to whether the draft isj being reviewed and/or executed (e.g., see page 8, line 1-3); storir g f 
after execution of said dr^ft, data obtained from the resulting contract in said database, said d;ia 
comprising payment triggering event data (e.g., see page 6, line 26-27); and generating from sqid 
database a report of payment triggering events (e.g., see page 9, line 5). 

Independent claim} 76 is directed to a contract generation and administration methbd 
comprising: drafting a contract or receiving a draft contract, said draft contract proposing to 
obligate a party to makej one or more payments (e.g., see page 4, line 15); routing the druft 
contract to one or more parties for review and/or execution (e.g., see page 4, line 15); storhg 

review and/or execution jdata in a single contract database comprising data obtained frcm 

I 

multiple contract documents (e.g., see page 4, line 1 6); obtaining from the database an indication 
as to whether the draft isjbeing reviewed and/or executed (e.g., see page 8, lines 1-3); storing, 
after execution of said draft, data obtained from the resulting contract in said database, said data 
comprising payment triggering event data (e.g., see page 6, line 26-27); generating from sa[d 

database a report of paymqnt triggering events (e.g., see page 9, line 5). 

i 
I 

i 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 



Whether Claims 1 
No. 2002/0042782 to Albazz 



-76 are unpatentable under 35 U.S.C. § 103(a) over U.S. Publicati 
,et al. ("Albazz"). 
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VIL ARGUMENT 



Rejection Under 35 US.G* S 103(a) over U.S. Patent Application Publication No. 
2002/0042782 j 



The Examiner ha|s finally rejected Claims 1-76 under 35 U.S.C. § 103(a) as being 



unpatentable over U.S. patent Application Publication No. 2002/0042782 to Albazz et 
("Albazz"). Appellants re 



spectfully disagree with the Examiner's conclusion of obviousness aid 
request the Board to consider the following arguments. 

CLAIMS 1 to 11 

The Examiner contends that Albazz "discloses a system and method for automating t 
contract negotiation anc^ preparation cycle and for electronically facilitating subsequt 
contractual activities executed pursuant to the contract," The Examiner has acknowledged tf 
"Albazz does not use thej specific terms and steps of the instant application," but nevertheless 
argues that "it would be <|>vious to one of ordinary skill in the art to modify Albazz in order 
obtain the instant application. For example, including the various types of contracts, such 
leases or technology licenjses, or including the fields herein disclosed. Additionally, modifying 
Albazz to include a singly contract database would be obvious as databases are old and we 
known in the field, and j such a modification would be motivated by the need for greater 
efficiency in the storage pf necessary data for the generation of contracts." See page 3 of t le 
Office Action dated April 20, 2006, 



Dt 



Appellants respectfully traverse this rejection on the grounds that the Examiner has n 
established a prima facie case of obviousness with respect to each and every limitation in the 
rejected claims. "To establish prima facie obviousness of a claimed invention, all the clai 
limitations must be taught j or suggested by the prior ait. In re Royka> 490 F,2d 981, 180 USPQ 
580 (CCPA 1974). All w<prds in a claim must be considered in judging the patentability of th 
claim against the prior ar^. In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCP 
1970). If an independent claim is nonobvious under 35 U.S.C. 103, then any claim dependirg 
therefrom is nonobvious. re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). MPEP § 
2143.03, Further, the teaching or suggestion to make the claimed invention and the reasonable 
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expectation of success must both be found in the prior art, not in the applicants' disclosure. S 
MPEP § 2143, citing In re Vaeck % 947 R2d 488 (Fed. Cir. 1991), 

Albazz does not tejach, show or suggest a contract management system for use with aAy 
type of contract, but rather specifically teaches a "system for generating a contract between 
seller and a buyer". See ^lbazz at page 2, paragraph 001S. Conversely, Appellants' invention 
"may be used for any type of contract document" (page 6, lines 6-7) including "patent license s, 
trademark licenses, copyright licenses, technology licenses, joint ventures, confidentiality 
agreements, research agijeements, technical assistance agreements, technology or software 
evaluation agreements, engineering services agreements, technology testing agreemen s, 
manufacturing agreement^, technology/product leasing agreements, technology/product sabs 
agreements, technology process design agreements, consulting agreements, etc," (page 6, lin 
1CM6). 

Next, the specific jterms and steps in Appellants' application are not merely names pr 
labels applied to fields, as 'suggested by Examiner, Rather, the fields of the current invention Q[e 
unique and are specifically indicative of the use and functionality of the claimed invention, Us 
shown in the arguments herein. "Functional descriptive material is a limitation in the claim ai|d 
must be considered and ^ddressed in assessing patentability under 35 U.S.C. 103, Thus, 
rejection of the claim as la whole under 35 U.S.C 103 is inappropriate unless the functional 
descriptive materials woulfi have been suggested by the prior art." [See MPEP 2106, Section 'vjl, 
citing In re Dembiczak, 175 F.3d 994, 100, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999)]. 

The disclosure in Albazz does not teach or suggest any report generating capability, the 
use of reports to track, manage and administer contractual obligations, or the use of reports for 
business forecasting and planning. Appellants', however, claim a "system capable of generatir g 
reports" wherein the reportis are "obtainable through search of said fields", see independent clai n 
1. These are specific functional descriptive limitations that Examiner has failed to show in tl[e 
prior art. These limitations are fully supported by Appellants' specification which provides 
part "[t]he fields of the database are used to generate reports that are in turn used to trac 
manage and administer various contract obligations' 1 (page 8, lines 19-20) and "they can be use 
for business forecasting anfi planning" (page 8, line 21). 
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CLAIMS 12-28 

As with claim 1, 



has acknowledged that ' 
application," but neverthe: 
to modify Albazz in order 
types of contracts, such as 



above, the Examiner contends that Albazz ''discloses a system a id 



method for automating the contract negotiation and preparation cycle and for electronical 



facilitating subsequent contractual activities executed pursuant to the contract." The Examirer 



' Albazz does not use the specific terms and steps of the insUnt 
: ess argues that "it would be obvious to one of ordinary skill in the art 
to obtain the instant application. For example, including the vario 
leases or technology licenses, or including the fields herein disclosed. 
Additionally, modifying Albazz to include a single contract database would be obvious 
databases are old and well-known in the field, and such a modification would be motivated 
the need for greater efficiency in the storage of necessary data for the generation of contract; 
See page 3 of the Office Action dated April 20, 2006. 

: 7 ully traverse this rejection on the grounds that the Examiner has nbt 
case of obviousness with respect to each and every limitation in tie 



Appellants respect 
established a prima facie 



1970). If an independent 
therefrom is nonobvious. 



is 

>y 



rejected claims. "To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 R2d 981, 180 USPQ 
580 (CCPA 1974). All wprds in a claim must be considered in judging the patentability of that 
claim against the prior art. In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 

claim is nonobvious under 35 U.S.C 103, then any claim dependii ig 
In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed Cir. 1988)." MPE P 
§ 2143*03, Further, the teaching or suggestion to make the claimed invention and the reasonab e 
expectation of success mupt both be found in the prior art, not in the applicants' disclosure. Sue 
MPEP § 2143, citing In re VaecK 947 F.2d 488 (Fed. Cir. 1991). 

Albazz does not te ich, show or suggest a contract management system for use with ar y 
type of contract, but rather specifically teaches a "system for generating a contract between a 
seller and a buyer". See j^lbazz at page 2, paragraph 0015. Conversely, Appellants' inventicn 
"may be used for any type; of contract document" (page 6, lines 6-7) including "patent licenses, 
trademark licenses, copyjight licenses, technology licenses, joint ventures, confidentially 
agreements, research agreements, technical assistance agreements, technology or software 
evaluation agreements, engineering services agreements, technology testing agreement!, 
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manufacturing agreements, technology/product leasing agreements, technology/product sales 
agreements, technology process design agreements, consulting agreements, etc*" (page 6, lines 
10-16). 



Next, the specific 



terms and steps in Appellants' application are not merely names 



or 



labels applied to fields, asjsuggested by Examiner. Rather, the fields of the current invention fire 
unique and are specificalljy indicative of the use and functionality of the claimed invention, as 
shown in the arguments herein. "Functional descriptive material is a limitation in the claim a id 
must be considered and addressed in assessing patentability under 35 U.S.C. 103. Thus, a 
rejection of the claim as :a whole under 35 U.S.C. 103 is inappropriate unless the functioral 
descriptive materials woul|d have been suggested by the prior art." [See MPEP 2106, Section \X 
citing In re Dembiczak, 175 R3d 994, 100, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999)]. 

The disclosure in ijUbazz does not teach or suggest any report generating capability, tie 
use of reports to track, manage and administer contractual obligations, or the use of reports f 
business forecasting and! planning. Appellants', however, claim a "database capable :>f 
generating reports" wherein the reports are "obtainable through search of said fields", s?e 
independent claim 12, TJiese are specific functional descriptive limitations that Examiner h is 
failed to show in the priorjart. These limitations are fully supported by Appellants' specification 
which provides in part "[tjhe fields of the database are used to generate reports that are in tun 
used to track, manage anfi administer various contract obligations" (page 8, lines 19-20) and 
"they can be used for business forecasting and planning" (page 8, line 21). 

Other specific examples of functional descriptive material in the present claims as the y 
relate to report generation; functionality based upon the uniquely defined fields of Appellan s 1 
invention which are not tkught, shown or suggested by Albazz include "retrieving from sa d 
database a report of outstanding obligations" and further analyzing the report, making decisions 
based upon the report, taking action based on the analysis of the report and updating the database 
based on the action taken, jis recited in claims 12-16. 

Further, the Albazzj system cannot be used to generate a contract unless the desired tern is 
and conditions are contained in the Business Rules Book, Appellants' system, on the other han 1, 
is not limited to a specific pet of terms and conditions. Rather, as indicated in independent clai n 
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12, Appellants' inventive; system includes the step of "drafting a contract or receiving a drift 
contract, which may include any type of contract and any terms and conditions whatsoever. 

CLAIMS 29-42 

As with claims 1 jand 12 above, the Examiner contends that Albazz "discloses a system 
and method for automating the contract negotiation and preparation cycle and for electronica ly 
facilitating subsequent contractual activities executed pursuant to the contract." The Examh er 
has acknowledged that j' Albazz does not use the specific terms and steps of the instant 
application/ 1 but nevertheless argues that "it would be obvious to one of ordinary skill in the irt 
to modify Albazz in ordej* to obtain the instant application. For example, including the various 
types of contracts, such a*j leases or technology licenses, or including the fields herein disclost d. 
Additionally, modifying Albazz to include a single contract database would be obvious as 
databases are old and weljl-known in the field, and such a modification would be motivated >y 
the need for greater efficiency in the storage of necessary data for the generation of contract:!." 
See page 3 of the Office Action dated April 20, 2006. 

Appellants respectfully traverse this rejection on the grounds that the Examiner has not 
established a prima facie jcase of obviousness with respect to each and every limitation in tie 
rejected claims. "To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taughtj or suggested by the prior art. In re Royka, 490 R2d 981, 180 USFQ 
580 (CCPA 1974). All wjords in a claim must be considered in judging the patentability of that 
claim against the prior arf. In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 
1970). If an independent claim is nonobvious under 35 U.S.C. 103 4 then any claim depending 
therefrom is nonobvious. fn re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)." MPI P 
§ 2143.03. Further, the teaching or suggestion to make the claimed invention and the reasonab e 
expectation of success mujst both be found in the prior art, not in the applicants' disclosure. See 
MPEP § 2143, citing In refyaeck, 947 F.2d 488 (Fed, Cir. 1991). 

Albazz does not te^ch. show or suggest a contract management system for use with ai y 
type of contract, but rathdr specifically teaches a "system for generating a contract between a 
seller and a buyer". See ^lbazz at page 2, paragraph 0015. Conversely, Appellants' inventicn 
M may be used for any typej of contract document" (page 6, lines 6-7) including "patent license;, 

i 
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or 



as 
id 
a 



trademark licenses, copyright licenses, technology licenses, joint ventiires 1 confidentiality 
agreements, research agreements, technical assistance agreements, technology or software 
evaluation agreements, jengineering services agreements, technology testing agreements, 
manufacturing agreement^, technology/product leasing agreements, technology/product saes 

i 

agreements, technology process design agreements, consulting agreements, etc." (page 6, lirjes 
10-16). | 

j 

Next, the specific! terms and steps in Appellants' application are not merely names 
labels applied to fields, as| suggested by Examiner. Rather, the fields of the current invention 4re 
unique and are specifically indicative of the use and functionality of the claimed invention, 
shown in the arguments herein. "Functional descriptive material is a limitation in the claim a 
must be considered and addressed in assessing patentability under 35 U.S.C. 103. Thus, 

rejection of the claim as ;a whole under 35 U.S.C* 103 is inappropriate unless the functior al 

i 

descriptive materials wouljd have been suggested by the prior art." [See MPEP 2106, Section VI, 
citing In re Dembiczak 1^5 P.3d 994, 100, 50 USPQ2d 1614, 161 8 (Fed. Cir. 1999)]. 

The disclosure in ^lbazz does not teach or suggest any report generating capability, t 
use of reports to track, manage and administer contractual obligations, or the use of reports fpr 
business forecasting and j planning. Appellants', however, claim a "database capable 
generating reports" wherein the reports are "obtainable through search of said fields", s 
independent claim 29. Tjiese are specific functional descriptive limitations that Examiner h 
failed to show in the prior jart. These limitations are fully supported by Appellants' specification 
which provides in part "[t|he fields of the database are used to generate reports that are in tu ti 
used to track, manage anjl administer various contract obligations" (page 8, lines 19-20) ai 
"they can be used for business forecasting and planning" (page 8, line 21). 

Albazz also does tjot teach, show, or suggest "retrieving from said database a report tf 
outstanding financial obligations" and further analyzing the report, making decision based upc n 
the report, making or receiving a payment based upon the analysis of the report and updating tl 
database to reflect payment or receipt of payment, as recited in claims 29-33. Contract 
according to Albazz, "are Reposed to other e-commerce subsystems, such as order managemer t, 
fulfillment, billing and payment, services, etc." paragraph [0098], thereby teaching away fro:n 
Appellants' invention. I 

i 

! 

i 
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Further, the Albaz^ system cannot be used to generate a contract unless the desired ten as 
and conditions are contained in the Business Rules Book* Appellants' system, on the other har d, 
is not limited to a specific! set of terms and conditions. Rather, as indicated in independent cla m 
29, Appellants 1 inventive j system includes the step of "drafting a contract or receiving a dr ift 
contract, ..." which may injclude any type of contract and any terms and conditions whatsoever. 

CLAIMS 43-53 j 

As with claims 1, 12 and 29 above, the Examiner contends that Albazz "discloses 
system and method for lautomating the contract negotiation and preparation cycle and fsr 
electronically facilitating [subsequent contractual activities executed pursuant to the contrac 
The Examiner has acknowledged that H Albazz does not use the specific terms and steps of t le 
instant application, 1 ' but nevertheless argues that "it would be obvious to one of ordinary skill in 
the art to modify Albazz jn order to obtain the instant application. For example, including t le 
various types of contracts; such as leases or technology licenses, or including the fields herein 
disclosed. Additionally, j modifying Albazz to include a single contract database would pe 
obvious as databases are (old and well-known in the field, and such a modification would be 
motivated by the need for greater efficiency in the storage of necessary data for the generation pf 
contracts." See page 3 of the Office Action dated April 20, 2006. 

Appellants respectfully traverse this rejection on the grounds that the Examiner has nbt 
established a prima facie case of obviousness with respect to each and every limitation in tl ie 
rejected claims. 'To establish prima facie obviousness of a claimed invention, all the clai "n 
limitations must be taught j or suggested by the prior art. In re Royka* 490 R2d 981, 180 USPQ 
580 (CCPA 1974). All wprds in a claim must be considered in judging the patentability of thit 
claim against the prior arj. In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCP\ 
1970). If an independent jclaim is nonobvious under 35 U.S.C. 103, then any claim dependir g 
therefrom is nonobvious, \n re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)." MPqP 
§ 2143.03. Further, the teaching or suggestion to make the claimed invention and the reason ab 
expectation of success mu^t both be found in the prior art, not in the applicants 1 disclosure. s\e 
MPEP § 2143, citing In re Waeck 947 F.2d 488 (Fed. Cir. 1991). 
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Albazz does not teach, show or suggest a contract management system for use with aiy 
type of contract, but rather specifically teaches a "system for generating a contract betweer a 
seller and a buyer". See jAlbazz at page 2, paragraph 0015. Conversely, Appellants' inventi :>n 
"may be used for any typp of contract document" (page 6, lines 6-7) including "patent licenses, 

trademark licenses, copyright licenses, technology licenses, joint ventures, confidential ty 

i 

agreements, research agreements, technical assistance agreements, technology or software 
evaluation agreements, engineering services agreements, technology testing agreement, 
manufacturing agreementjs, technology/product leasing agreements, technology/product sales 
agreements, technology pjrocess design agreements, consulting agreements, etc." (page 6, Unas 
10-16). j 

Next, the specific; terms and steps in Appellants' application are not merely names :>r 
labels applied to fields, as Suggested by Examiner. Rather, the fields of the current invention are 
unique and are specifically indicative of the use and functionality of the claimed invention, as 
shown in the arguments herein. "Functional descriptive material is a limitation in the claim and 
must be considered and pddressed in assessing patentability under 35 U.S.C. 103. Thus, a 
rejection of the claim as a whole under 35 U.S.C. 103 is inappropriate unless the functional 
descriptive materials woulji have been suggested by the prior art." [See MPEP 2106, Section VI, 
citing In reDembiczak, 175 F.3d 994, 100, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999)]. 

The disclosure in j^lbazz does not teach or suggest any report generating capability, the 
use of reports to track, msjnage and administer contractual obligations, or the use of reports for 
business forecasting and planning. Appellants 1 , however, claim a "system capable of generatir g 
reports" wherein the reports are "obtainable through search of said fields", see independent clai n 
43. These are specific functional descriptive limitations that Examiner has failed to show in tlie 
prior art, These limitations are fully supported by Appellants' specification which provides n 
part "[tjhe fields of the database are used to generate reports that are in turn used to trac c, 
manage and administer vapous contract obligations" (page 8, lines 19-20) and "they can be used 
for business forecasting anp planning" (page 8, line 21). 

Further, the Albazzj system cannot be used to generate a contract unless the desired tern s 
and conditions are contained in the Business Rules Book. Appellants' system, on the other hand, 
is not limited to a specific set of terms and conditions. Rather, as indicated in independent claii fi 
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43, Appellants' inventive system includes the step of "drafting a contract or receiving a dmft 
contract, ..." which may include any type of contract and any terms and conditions whatsoever. 

CLAIMS 54-61 

As with claims 1, 12, 29 and 43 above, the Examiner contends that Albazz "disclose: 
system and method for automating the contract negotiation and preparation cycle and tfor 
electronically facilitating subsequent contractual activities executed pursuant to the contrac;/' 
The Examiner has acknowledged that "Albazz does not use the specific terms and steps of I ie 
instant application/' but nevertheless argues that "it would be obvious to one of ordinary skill m 
the art to modify Albazz £n order to obtain the instant application. For example, including tie 
various types of contracts, such as leases or technology licenses, or including the fields herein 

modifying Albazz to include a single contract database would 



disclosed. Additionally, 
obvious as databases are 
motivated by the need for 



old and well-known in the field, and such a modification would 



3e 
of 



■ greater efficiency in the storage of necessary data for the generation 
contracts." See page 3 of jhe Office Action dated April 20, 2006. 

Appellants respectfully traverse this rejection on the grounds that the Examiner has njot 
established a prima facie case of obviousness with respect to each and every limitation in t 



le 



rejected claims. "To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taughfl or suggested by the prior art. In re Royka, 490 R2d 981, 180 USFQ 
580 (CCPA 1974). All words in a claim must be considered in judging the patentability of that 
claim against the prior arf. In re Wilson, 424 R2d 1382, 1385, 165 USPQ 494, 496 (CCPA 
1970). If an independent claim is nonobvious under 35 U.S.C. 103, then any claim dependh g 
therefrom is nonobvious. jfe re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)." MPEP 
§ 2143.03. Further, the teaching or suggestion to make the claimed invention and the reasonable 
expectation of success mujit both be found in the prior art, not in the applicants' disclosure. St e 
MPEP § 2143, citing In re \Vaeck, 947 F.2d 488 (Fed. Cir. 1991). 

Albazz does not tejich, show or suggest a contract management system for use with ar|y 
type of contract, but rathejr specifically teaches a "system for generating a contract between a 
seller and a buyer". See Albazz at page 2, paragraph 0015. Conversely, Appellants' invention 

j 

"may be used for any typej of contract document" (page 6, lines 6-7) including "patent license 
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trademark licenses, copyright licenses, technology licenses, joint ventures, confidentiality 
agreements, research agreements, technical assistance agreements, technology or software 
evaluation agreements, engineering services agreements, technology testing agreemerts, 
manufacturing agreemenjs, technology/product leasing agreements, technology/product saes 
agreements, technology process design agreements, consulting agreements, etc." (page 6, lires 
10-16). 



! 

Next, the specificj terms and steps in Appellants' application are not merely names 



or 



labels applied to fields, asj suggested by Examiner. Rather, the fields of the current invention i re 
unique and are specifically indicative of the use and functionality of the claimed invention, as 
shown in the arguments hprein. "Functional descriptive material is a limitation in the claim a id 
must be considered and -addressed in assessing patentability under 35 U.S.C. 103. Thus, 
rejection of the claim as|a whole under 35 U.S,C. 103 is inappropriate unless the functioi al 
descriptive materials wouljd have been suggested by the prior art/' [See MPEP 2106, Section VI, 
citing In reDembiczak, 175 F.3d 994, 100, 50 USPQ2d 1614, 1618 (Fed. Cin 1999)]. 

The disclosure in jjUbazz does not teach or suggest any report generating capability, the 
use of reports to track, manage and administer contractual obligations, or the use of reports f 3r 
business forecasting and | planning. Appellants', however, claim a "database capable bf 
generating reports" wherein the reports are "obtainable through search of said fields", sfec 
independent claim 54. T^iese are specific functional descriptive limitations that Examiner h is 
failed to show in the prior|art These limitations are fully supported by Appellants' specification 
which provides in part "[t]he fields of the database are used to generate reports that are in tu ti 
used to track, manage anjl administer various contract obligations'* (page 8, lines 19-20) at d 
"they can be used for business forecasting and planning" (page 8, line 21). 

Albazz also does npt teach, show, or suggest "obtaining from said database an invoice |>r 
payment letter wherein s^id invoice or payment letter is generated automatically using sa 
stored data; and sending the invoice or payment letter", as recited in claim 54 and thoje 
dependent therefrom. Agajn, see Albazz at paragraph [0098], 

Further, the Albazzj system cannot be used to generate a contract unless the desired tern s 
and conditions are contained in the Business Rules Book. Appellants 1 system, on the other ha™ 
is not limited to a specific ?et of terms and conditions. Rather, as indicated in independent claim 
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54, Appellants' inventive] system includes the step of "drafting a contract or receiving a draft 
contract, ... M which may include any type of contract and any terms and conditions whatsoever 
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CLAIMS 62-68 | 

As with claims 1, (12, 29, 43 and 54 above, the Examiner contends that Albazz "disclo 
a system and method fof automating the contract negotiation and preparation cycle and 
electronically facilitating! subsequent contractual activities executed pursuant to the contract 
The Examiner has acknowledged that "Albazz does not use the specific terms and steps of 
instant application," but nevertheless argues that "it would be obvious to one of ordinary skill 
the art to modify Albazz }n order to obtain the instant application. For example, including t 
various types of contract^, such as leases or technology licenses, or including the fields 
disclosed. Additionally, j modifying Albazz to include a single contract database would 
obvious as databases are jold and well-known in the field, and such a modification would 
motivated by the need for [greater efficiency in the storage of necessary data for the generation 
contracts." See page 3 of (he Office Action dated April 20, 2006. 

Appellants respectfully traverse this rejection on the grounds that the Examiner has 

i 

established a prima facie jcase of obviousness with respect to each and every limitation in 
rejected claims. "To establish prima facie obviousness of a claimed invention, all the 
limitations must be taught! or suggested by the prior art. In re Royka, 490 F.2d 981, 180 
580 (CCPA 1974). All wprds in a claim must be considered in judging the patentability of 
claim against the prior arj. In re Wilson, 424 P.2d 1382, 1385, 165 USPQ 494, 496 
1970). If an independent jclaim is nonobvious under 35 U.S.C. 103, then any claim dependir 
therefrom is nonobvious. in re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)." 
§ 2143.03. Further, the teaching or suggestion to make the claimed invention and the reasonab 
expectation of success mu|t both be found in the prior art, not in the applicants' disclosure. 
MPEP § 2143, citing In re faeck, 947 F.2d 488 (Fed. Cir. 1 991). 

Albazz does not te^ch, show or suggest a contract management system for use with 
type of contract, but rather specifically teaches a "system for generating a contract between 
seller and a buyer". See Albazz at page 2, paragraph 0015. Conversely, Appellants' inventi 
"may be used for any type of contract document" (page 6, lines 6-7) including "patent license: 
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trademark licenses, copyright licenses, technology licenses, joint ventures, confidentially 
agreements, research agreements, technical assistance agreements, technology or software 
evaluation agreements, [engineering services agreements, technology testing agreemerts 
manufacturing agreements, technology/product leasing agreements, technology/product sa 
agreements, technology pjrocess design agreements, consulting agreements, etc." (page 6, lir 
10-16). i 

Next, the specificj terms and steps in Appellants' application are not merely names 
labels applied to fields, as suggested by Examiner. Rather, the fields of the current invention die 
unique and are specifically indicative of the use and functionality of the claimed invention, as 
shown in the arguments hprein. "Functional descriptive material is a limitation in the claim ajid 

must be considered and 'addressed in assessing patentability under 35 U.S.C. 103. Thus 

i 

rejection of the claim asja whole under 35 U.S.C. 103 is inappropriate unless the functional 
descriptive materials wouljd have been suggested by the prior art." [See MPEP 2106, Section VI, 
citing In re Dembiczak, 1^5 F.3d 994, 100, 50 USPQ2d 1614, 1618 (Fed. Cin 1999)]. 

Albazz also does fiot teach, show, or suggest "generating from said database a list fc>f 
payments due; obtaining fprn said database an invoice or payment letter wherein said invoice br 
payment letter is generated automatically using the data stored in said database; sending t le 

, # i 

invoice or payment letter^ and updating the database to reflect that payment was made or to 
reflect receipt of paymen^", as recited in claim 62 and those dependent therefrom. These are 
specific functional descriptive limitations that Examiner has failed to show in the prior art. 

Further, the Albazaj system cannot be used to generate a contract unless the desired terms 
and conditions are contained in the Business Rules Book. Appellants 1 system, on the other han i, 
is not limited to a specific jset of terms and conditions. Rather, as indicated in independent clai ti 
62, Appellants' inventive system includes the step of "drafting a contract or receiving a draft 
contract, ..." which may include any type of contract and any terms and conditions whatsoever. 

j 

CLAIMS 69-75 | 

i 

As with claims l,j 12, 29, 43, 54 and 62 above, the Examiner contends that Albmjz 
"discloses a system and method for automating the contract negotiation and preparation eye e 
and for electronically facilitating subsequent contractual activities executed pursuant to tile 
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contract." The Examiner has acknowledged that "Albazz does not use the specific terms and 
steps of the instant application," but nevertheless argues that "it would be obvious to one of 
ordinary skill in the art tojmodify Albazz in order to obtain the instant application. For examp e, 
including the various types of contracts, such as leases or technology licenses, or including i it 
fields herein disclosed. j\dditionally, modifying Albazz to include a single contract database 
would be obvious as databases are old and well-known in the field, and such a modificati :>n 
would be motivated by tl|e need for greater efficiency in the storage of necessary data for t le 
generation of contracts." See page 3 of the Office Action dated April 20, 2006. 

Appellants respectfully traverse this rejection on the grounds that the Examiner has r ot 
established a prima facie case of obviousness with respect to each and every limitation in tie 
rejected claims. "To establish prima facie obviousness of a claimed invention, all the cla m 
limitations must be taught) or suggested by the prior art. In re Royka, 490 F.2d 981, 180 USI Q 
580 (CCPA 1974). All words in a claim must be considered in judging the patentability of tf at 
claim against the prior art. In re Wilson, 424 R2d 1382, 1385, 165 USPQ 494, 496 (CCPA 
1970). If an independent claim is nonobvious under 35 U.S.C. 103, then any claim depending 
therefrom is nonobvious. Jn re Fine, 837 R2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)." MPItP 
§ 2143.03. Further, the teaching or suggestion to make the claimed invention and the reasonah le 
expectation of success must both be found jn the prior art, not in the applicants' disclosure. S ie 
MPEP § 2143, citing In re Vaeck, 947 F.2d 488 (Fed. Cir. 199J). 

Albazz does not tepch, show or suggest a contract management system for use with ai y 
type of contract, but rather specifically teaches a "system for generating a contract between a 
seller and a buyer". See ^lbazz at page 2, paragraph 0015. Conversely, Appellants' invention 
"may be used for any type of contract document" (page 6, lines 6-7) including "patent licenses, 
trademark licenses, copyright licenses, technology licenses, joint ventures, confidential y 
agreements, research agreements, technical assistance agreements, technology or softwa e 
evaluation agreements, engineering services agreements, technology testing agreements, 
manufacturing agreements, technology/product leasing agreements, technology/product sales 
agreements, technology process design agreements, consulting agreements, etc." (page 6, lint;s 
10-16), 
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Next, the specific terms and steps in Appellants' application are not merely names lor 
labels applied to fields, as suggested by Examiner. Rather, the fields of the current invention qre 
unique and are specifically indicative of the use and functionality of the claimed invention, las 
shown in the arguments hprein, "Functional descriptive material is a limitation in the claim a id 
must be considered and Addressed in assessing patentability under 35 U.S.C. 103. Thus, a 
rejection of the claim asja whole under 35 U.S.C. 103 is inappropriate unless the functioral 
descriptive materials woulld have been suggested by the prior art." [See MPEP 2106, Section VI, 
citing In re Dembiczak, 175 R3d 994, 100, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999)]. 

Albazz also does tjot teach, show, or suggest "obtaining from the database an indication 
as to whether the draft is being reviewed and/or executed; storing, after execution of said dra X 
data obtained from the resulting contract in said database, said data comprising payment 
triggering event data; and generating from said database a report of payment triggering event' 
as recited in claim 69 and| those dependent therefrom, These are specific functional descriptive 
limitations that Examiner jias failed to show in the prior art. 

Further, the Albazsj; system cannot be used to generate a contract unless the desired terrjis 
and conditions are containj&d in the Business Rules Book, Appellants' system, on the other hand, 
is not limited to a specific jset of terms and conditions. Rather, as indicated in independent claim 
69, Appellants' inventive [system includes the step of ,! drafting a contract or receiving a dnft 
contract, ..." which may inplude any type of contract and any terms and conditions whatsoever. 



CLAIM 76 

As with claims 1, 



12, 29, 43, 54, 62 and 69 above, the Examiner contends that Alba: 2 



"discloses a system and njiethod for automating the contract negotiation and preparation eye 
and for electronically facilitating subsequent contractual activities executed pursuant to tlte 
contract." The Examiner jhas acknowledged that "Albazz does not use the specific terms ax 
steps of the instant application," but nevertheless argues that "it would be obvious to one of 

ordinary skill in the art to jnodify Albazz in order to obtain the instant application. For cxampl 

j 

including the various typef; of contracts, such as leases or technology licenses, or including tl 
fields herein disclosed. Additionally, modifying Albazz to include a single contract database 
would be obvious as databases are old and well-known in the field, and such a modificatic 
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would be motivated by tljie need for greater efficiency in the storage of necessary data for lhe 
generation of contracts." jSee page 3 of the Office Action dated April 20, 2006, 

Appellants respectfully traverse this rejection on the grounds that the Examiner has not 
established a prima facie] case of obviousness with respect to each and every limitation in (he 

rejected claims. 'To establish prima facie obviousness of a claimed invention, all the clam 

i 

limitations must be taughj or suggested by the prior art. In re Royka, 490 F,2d 981, 180 USPQ 
580 (CCPA 1974). All wjords in a claim must be considered in judging the patentability of that 
claim against the prior art. In re Wilson* 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCTA 
1970). If an independent; claim is nonobvious under 35 U.S.C 103 7 then any claim depending 
therefrom is nonobvious. \ln re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)." MPHP 
§ 2143.03. Further, the teaching or suggestion to make the claimed invention and the reasonable 
expectation of success mijst both be found in the prior art, not in the applicants 1 disclosure. See 
MPEP § 2143, citing In r^ VaecK 947 F.2d 488 (Fed. Cir. 1991). 

Albazz does not tejach, show or suggest a contract management system for use with a ly 
type of contract, but rather specifically teaches a "system for generating a contract between a 
seller and a buyer". See ^\lbazz at page 2, paragraph 0015. Conversely, Appellants' invention 
"may be used for any type of contract document" (page 6, lines 6-7) including "patent license s, 
trademark licenses, copyright licenses, technology licenses, joint ventures, confidentiality 
agreements, research agreements, technical assistance agreements, technology or software 
evaluation agreements, engineering services agreements, technology testing agreemcn s, 
manufacturing agreement^, technology/product leasing agreements, technology/product sabs 
agreements, technology process design agreements, consulting agreements, etc." (page 6, lin :s 
10-16). j 

Next, the specific jterms and steps in Appellants 1 application are not merely names >r 
labels applied to fields, as Suggested by Examiner. Rather, the fields of the current invention a*e 
unique and are specifically indicative of the use and functionality of the claimed invention, is 
shown in the arguments herein. "Functional descriptive material is a limitation in the claim at d 
must be considered and addressed in assessing patentability under 35 U.S.C. 103. Thus, a 
rejection of the claim as ? whole under 35 U.S.C. 103 is inappropriate unless the function il 
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descriptive materials would have been suggested by the prior art." [See MPEP 2106, Section ^1, 
citing In re Dembiczak, 175 R3d 994, 100, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999)] 

Albazz also does lpot teach, show, or suggest "obtaining from the database an indication 
as to whether the draft is Mng reviewed and/or executed; storing, after execution of said draft, 
data obtained from the 'resulting contract in said database, said data comprising payment 
triggering event data; generating from said database a report of payment triggering evens; 

analyzing the report to determine whether payment should be made; making payment; aid 

i 

updating the database to | reflect that payment was made", as recited in claim 76. These fjre 
specific functional descriptive limitations that Examiner has failed to show in the prior art 

Further, the Albaz^ system cannot be used to generate a contract unless the desired ten is 
and conditions are containjed in the Business Rules Book, Appellants 1 system, on the other hard, 
is not limited to a specificlset of terms and conditions. Rather, as indicated in independent claim 
76, Appellants' inventive system includes the step of "drafting a contract or receiving a drjft 
contract, ..." which may inlclude any type of contract and any terms and conditions whatsoever 

i 

As mentioned aboye, the purpose of Albazz's system is to facilitate contract negotiation 
and contract preparation using a set of predetermined terms and conditions between a buyer and 

seller. Appellants content^ that it would not have been obvious for a person of ordinary skill in 

i 

the art to look to Albazz for guidance on creating a contract generation and administration 
system for use with any type of contract document, said system including report generation, 
report analysis and decision-making capabilities, invoice generation and payment tracking 
capabilities. 

In view of the fail jure by the Examiner to establish a case of prima facie obviousness, 
reversal of this rejection by the Honorable Board is respectfully requested. 

Response to Advisory Action 



In the Advisory Aqtion mailed July 31, 2006, the Examiner refuted Appellants' June 1 
2006 response to the Aprijl 20, 2006 final rejection stating that "[applicant has re-iterated h 
response to the non-final action and said arguments are still unpersuasive. No amendments 10 
the claims have been proposed." 
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Examiner is corrept in stating that no claim amendments were proposed. This is becai se 
Appellants firmly believp the currently pending claims are patentable without amendment. 
However, Appellants respectfully disagree with Examiner's statement that Appellants* respor se 
to the final office action was merely a re-iteration of the response to the previous non-fn al 
action. On the contrary, Appellants 1 response was completely new and included comprehensive 
rebuttal arguments agains^ the position of the Examiner in the final rejection. It is apparent frc m 
Examiner's statement in Advisory Action that such rebuttal arguments have not been fu ly 
considered. 
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CONCLUSION 



d 

y. 



Appellants respectjfully submit that the foregoing arguments obviate the Examiner's fnlal 
rejection in this case. The present claims describe a system and method for generating aid 
administering a variety ofcontracts using a single database wherein the database enables the u; er 
to create and track process of draft contracts, to docket and administer contract obligations, 
obligation triggering events and expiration dates, and to generate reports, form correspondence 
and invoices as needed toj manage a variety of agreement obligations, which is either disclos 
nor suggested by the prior art, and otherwise meets the statutory requirements for patentabili 
Accordingly, reversal of \ the final rejection and allowance of the claims by the board f]re 
earnestly solicited. 

Unless a check is ^submitted herewith for the fee required under 37 C.F.R. §41. 37(a) a(id 
1.17(c), please charge $ai<j fee to Deposit Account No. 05-1712. 

The USPTO is directed and authorized to charge all required fees, except for the Iss 
Fee and the Publication; Fee, to Deposit Account No. 05-1712. Please also credit ajiy 
overpayments to said Deppsit Account. 



Respectfully submitted, 



Date: U\l^r^L p^cS 




Keith ( 
Registration No. 30,023 



Post Office Address (to whicfi correspondence is to be sent) 
ExxonMobil Chemical Company 
Law Technology 
P.O. Box 2149 
Baytown, Texas 77522-2149 
Telephone No. (281) 834-23Q7 
Facsimile No. (281) 834-249$ 
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of 



VIIL CLAIMS APPENDIX 

A contract generation and administration system comprising: a single contract database 
comprising data obtained from multiple contract documents, said data organized into fields 
comprising: draft contractj status, contract identifier, contract type, effective date, and expirati 
date; and a field comprising obligation type, owner, status or due date; said system capable 
generating reports based <pn said database, said reports obtainable through search of said fields; 
and said database being selectively accessible by a plurality of users. 

2. The system of cljim 1 wherein the contract documents are selected from the groip 
consisting of: confidentiality contracts, software licenses, technology licenses, lease contracts 
and service contracts. j 

3. The system of claijn 1 wherein the contract documents are licenses. 

4. The system of clairn 1 wherein said fields further comprise at least one of those selected 



from the group consisting of: obligation triggering event, royalty basis, invoice due da 
payment due date, paytnerjt received date, payment schedule, tax, currency and invoice status. 



5. The system of claiijn 1 wherein said draft contract status field indicates whether a contract 

document is being reviewed and/or executed, 

i 

6, The system of cl^im 1 wherein said obligation type field is substantially defined 
training, meeting, shipping payment, receipt of payment, reporting, start-up, secrecy, restricted 
use, maintenance or technology transfer. 



The system of claijm 1 wherein a user*s access to one or more parts of said database 



based on contract type, ijser's job description, user's title, user's business unit, and/or usej's 
authority level. j 

8. The system of cla^m 1 wherein said reports are selected from the group consisting cf: 
accrued revenue, obligations due, obligations owed, customer history, open invoice 
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depreciation, corporate plan, stewardship, implementation plan, payments requiring invoice, 
anticipated payments, audft, pending contracts, active contracts and expiring contracts. 



or 



or 



9. The system of claifn 1 wherein said database further comprises standard contract forms 
clauses. ! 

10. The system of claifn 1 wherein said database further comprises standard invoice forms 
standard correspondence. ' 

11. The system of clajim 1 wherein said database is capable of using its data to generqte 
invoices and correspondence. 

12. A contract generation and administration method comprising: 
drafting a contractj or receiving a draft contract, said contract draft having one or mcjre 

obligations; ! 

storing data obtained from the draft in a single contract database comprising dfjta 

obtained from multiple contract documents; 

i 

after execution of isaid draft, storing data obtained from the resulting contract in sdid 

i 

database, said data organized into fields comprising: draft contract status, contract identifier, 
contract type, effective date, and expiration date; and a field comprising obligation type, stati s, 
owner or due date; and ^aid database capable of generating reports based on said data, said 
reports obtainable through! search of said fields; and said database being selectively accessible by 
a plurality of users; and 

i 

retrieving from $ai<ji database a report of outstanding obligations. 

13. The method of claim 12 further comprising the step of analyzing said report to determine 
which, if any, of said obi jgjations should be acted upon. 

14. The method of claim 13 further comprising the step of deciding, based on said analysis, 
whether to act upon one or more of said obligations- 

15. The method of cl^im 13 further comprising the step of taking action based on sa 
analysis. 
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16. The method of claim 12 further comprising the step of taking action based on an analysis 
of said report and updating said database to reflect said action. 



17. The method of claim 12 further comprising the step of routing the contract draft to one 

i 

more parties for review anji/or execution. 

| 

18. The method of claim 17 further comprising the step of storing review or execution data 
the contract database. 



19. The method of clajm 12 wherein the draft is selected from the group consisting of: dr; 
confidentiality contracts, draft software licenses, draft technology licenses and draft service 
contracts. J 

20. The method of claijn 12 wherein the draft is a draft license contract. 

21. The method of claijn 12 wherein the report is organized by obligation status, type, owne r, 
or due date. 

i 

22. The method of claijn 12 wherein the report lists outstanding financial obligations. 

23. The method of claijn 12 wherein said fields further comprise at least one of those selects d 
from the group consisting of: obligation triggering event, royalty basis, invoice due datp, 
payment due date, payment received date, payment schedule, tax, currency and invoice status. 

24. The method of claijm 12 wherein a user's access to one or more parts of said database h 
based on contract type, iter's job description, user's title, user's business unit, and/or users 
authority level. 

i 

25. The method of clajim 12 wherein said contract database is used to indicate whether 
contract document is beingj reviewed and/or executed. 

26. The method of claijn 12 wherein said database further comprises standard contract forn 
or clauses. 



j 
I 
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27. The method of claim 12 wherein said database further comprises standard invoice fonjns 
or standard correspondencje. 

28. The method of claim 12 further comprising the step of storing the invoice in the databasja, 

i 

29. A contract generation and administration method comprising: 
drafting a contract! or receiving a draft contract, said draft contract having one or mcjre 

obligations; j 

routing the draft ccjntract to one or more parties for review and/or execution; 

storing review and/or execution data in a single contract database comprising dffta 
obtained from multiple contract documents; 

storing, after execution of said draft, data obtained from the resulting contract in safcd 
database said data organized into fields comprising: draft contract status, contract identifier, 
contract type, effective date, and expiration date; and a field comprising obligation type, stati s, 
owner or due date; and ^aid database capable of generating reports based on said data, said 
reports obtainable through! search of said fields, and said database being selectively accessible by 
a plurality of users; and ; 

retrieving from saicji database a report of outstanding financial obligations. 

30. The method of claim 29 further comprising the step of analyzing said report to determii ie 
which, if any, of said obligations should be acted upon. 

31. The method of clajm 30 further comprising the step of deciding based on said analyses, 
whether to act upon one orjmore of said financial obligations. 

32. The method of cl&im 30 Anther comprising the step of either making or receiviig 
payment based on said analysis 



33. The method of claim 32 further comprising the step of updating said database to refle 
said payment or receipt of payment. 



l:\BPClLAWV»wHllniAEMCC Pro^..^CJ01Cfl()lMW6W00in046-US-20(nJ a nl J.Aflttltfnl Appid Bficf.DOC P^ge 33 Of 4 2 

PAGE 38/47 * RCVD AT 6/1 1/2007 4:54:39 PM [Eastern Daylight Time] ■ SVR:USPTO-EFXRF-2/17 * DN1S:2738300 * CSID:2818340525 < DURATION (mm-ss):1346 



JUN-11-2007 HON 04:05 PM EXXONMOBIL FAX NO. 2818340525 P. 

Appl No, 09/862,626 
Atty. Docket No.: 2001B046 
Amended Appeal Brief datetj June 8, 2007 



34. The method of claijm 29 wherein the draft is selected from the group consisting of: drdft 
confidentiality contracts, jdraft software licenses, draft technology licenses and draft service 
contracts. 

i 

35. The method of claim 29 wherein the draft is a draft license contract. 

36. The method of claim 29 wherein the report indicates obligation status, type, owner and/Dr 
due date. ! 

37. The method of claim 29 wherein said fields further comprise at least one of those select* id 
from the group consisting of: obligation triggering event, royalty basis, invoice due dai e, 
payment due date, payment received date, payment schedule, tax, currency and invoice status. 

38. The method of cl^im 29 wherein said contract database is used to indicate whether 
contract document is bein^ reviewed and/or executed. 

39. The method of cla^m 29 wherein a user's access to one or more parts of said database is 
based on contract type, ijser's job description, user's title, user's business unit and/or usefs 
authority level. ! 

40. The method of claim 29 wherein said database farther comprises standard contract fornjis 

or clauses. j 

i 

41. The method of claim 29 wherein said database further comprises standard invoice fom|i$ 
or standard correspondency. 

i 

42. The method of claim 29 further comprising the step of obtaining an invoice generate d 
automatically from said database. 

43. A contract generation and administration method comprising: 
drafting a contract jor receiving a draft contract, said draft contract having one or mo{e 

obligations; 

routing the draft contract to one or more parties for review and/or execution; 
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( : 

storing review and/or execution data in a single contract database comprising d<jta 
obtained from multiple contract documents; 

storing, after contract execution, data obtained from the resulting contract in sdid 
database, said data organized into fields comprising: draft contract staais, contract identifier 
contract type, effective dafe, and expiration date; and a field comprising obligation type, stati s, 
owner or due date; and said system capable of generating reports based on said database, said 
reports obtainable through; search of said fields, and said database being selectively accessible 1 >y 
a plurality of users; 

retrieving from saitf database a report of outstanding obligations; 

analyzing said report to determine which, if any, of said obligations should be act^d 

upon; 

taking action base4 on said analysis; and 
updating said database to reflect said action. 

44. The method of claim 43 wherein the draft is selected from the group consisting of: drift 
confidentiality contracts, draft software licenses, draft technology licenses and draft servife 
contracts. 

45. The method of clairn 43 wherein the draft is a draft license. 

46. The method of clairn 43 wherein said obligations are financial obligations. 

47. The method of claim 43 wherein the report is organized by obligation status, type, ownfcr 
and/or due date. 

48. The method of claim 43 wherein said fields further comprise at least one of those select d 
from the group consisting of: obligation triggering event, royalty basis, invoice due dat^ 
payment due date, payment received date, payment schedule, tax, currency and invoice status. 

49. The method of claim 43 wherein said contract database is used to indicate whether 
contract document is being, reviewed and/or executed 
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50. The method of claim 43 wherein a user's access to one or more parts of said database 
based on contract type, jiser's job description, user's title, user's business unit and/or use J s 
authority level, 

51. The method of cla|m 43 wherein said database further comprises standard contract fori is 
or clauses. 

52. The method of clajm 43 wherein said database further comprises standard invoice forris 
or standard correspondence. 

53. The method of cl^im 43 further comprising the step of obtaining an invoice general sd 
automatically from said database. 

54. A contract generation and administration method comprising: 
drafting a contract or receiving a draft contract, said draft contract proposing to obligate 

party to make one or more: payments; 

routing the draft contract to one or more parties for review and7or execution; 

storing review an#or execution data in a single contract database comprising d4a 
obtained from multiple contract documents; 

storing, after execution of said draft, data obtained from the resulting contract in sa d 
database, said data organized into fields comprising: draft contract status, contract identifier, 
contract type, effective daije, expiration date and payment due date; and said database capable yf 
generating reports based qn said data, said reports obtainable through search of said fields, at 
said database being selectively accessible by a plurality of users; 

retrieving from said database a list of payments due; 

obtaining from said database an invoice or payment letter wherein said invoice <J>r 
payment letter is generated] automatically using said stored data; and 
sending the invoice: or payment letter. 

55. The method of claim 54 wherein said fields further comprise at least one of those selecte d 
from the group consisting of: obligation triggering event, royalty basis, invoice due datj:, 
payment due date, payment received date, payment schedule, tax, currency and invoice status 
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56. The method of cl^im 54 wherein said contract database is used to indicate whethei 
contract document is beinj* reviewed and/or executed 

57. The method of claim 54 wherein a user's access to one or more parts of said database is 
based on contract type, user's job description* user's title, user's business unit, and/or usep 
authority level. 

58. The method of clapn 54 wherein said database further comprises standard contract forijnft 
or clauses. 

59. The method of claim 54 wherein said database further comprises standard invoice fon is 
or standard correspondence. 

i 

60. The method of claim 54 further comprising the step of updating the database to reflqct 
that payment was made or to reflect receipt of payment. 

61 . The method of claim 54 wherein the draft is a draft license contract. 

62. A contract generation and administration method comprising: 
drafting a contract or receiving a draft contract, said draft contract proposing to obligate 

party to make one or more payments; 

routing the draft contract to one or more parties for review and/or execution; 

storing review and/or execution data in a single contract database comprising da|:a 
obtained from multiple contract documents; 

storing, after execution of said draft, data obtained from the resulting contract in sa 
database, said data comprising payment data; 

generating from said database a list of payments due; 

obtaining from sajd database an invoice or payment letter wherein said invoice $r 
payment letter is generated automatically using the data stored in said database; 
sending the invoices or payment letter; and 

updating the database to reflect that payment was made or to reflect receipt of payment 
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63. The method of claim 62 wherein said data is organized into fields comprising: dr ift 
contract status, contract identifier, contract type, effective date, expiration date and payment die 
date; and said database cajpable of generating reports based on said data, said reports obtainat le 
through search of said fields, and said database being selectively accessible by a plurality bf 
users. 

64. Hie method of cl^im 62 wherein said contract database is used to indicate whether 
contract document is being reviewed and/or executed 

65. The method of claim 62 wherein said fields further comprise at least one of those select id 
from the group consistii^g of: obligation triggering event, royalty basis, invoice due daje, 
payment due date, payment received date, payment schedule, tax, currency and invoice status. 



66. The method of clajm 62 wherein a user's access to one or more parts of said database 
based on contract type, user's job description, user's title, user's business unit, and/or use 
authority level. 



67. The method of claim 62 wherein said database further comprises standard contract forns 
or clauses. 

68. The method of claim 62 wherein said database further comprises standard invoice fonjis 
or standard correspondency, 

69. A contract generation and administration method comprising: 
drafting a contract pr receiving a draft contract, said draft contract proposing to obligate 

party to make one or more payments; 

routing the draft contract to one or more parties for review and/or execution; 

storing review and/or execution data in a single contract database comprising da 
obtained from multiple contract documents; 

obtaining from the database an indication as to whether the draft is being reviewed and/ij>r 
executed. 

storing, after execution of said draft, data obtained from the resulting contract in sa^d 

database, said data comprising payment triggering event data; and 

i 
i 

i 
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generating from sajid database a report of payment triggering events. 

70. The method of claim 69 further comprising the step of analyzing said report and decidi ig 
to make payment based on said analysis. 

71. The method of claim 69 further comprising the step of obtaining from said database 
payment letter generated automatically using the data stored in said database. 

72. The method of cl^im 69 further comprising the steps of sending the payment letter a id 
updating the database to reflect that payment was made. 

73. The method of claim 69 wherein said data is organized into multiple fields comprising: 
draft contract status, contract identifier, contract type, effective date, expiration date and payment 
due date; and said database capable of generating reports based on said data, said repo ts 
obtainable through search of said fields, and said database being selectively accessible by 
plurality of users, 

74. The method of claim 73 wherein said fields further comprise at least one of those selected 
from the group consisting of: obligation triggering event, royalty basis, invoice due da|e, 
payment due date, payment received date, payment schedule, tax, currency and invoice status. 

75. The method of clajm 69 wherein a user's access to one or more parts of said database lis 
based on contract type, user's job description, user's title, user's business unit, and/or usefs 
authority level. 

76. A contract generation and administration method comprising: 
drafting a contract pr receiving a draft contract, said draft contract proposing to obligate 

party to make one or moreipayments; 

routing the draft contract to one or more parties for review and/or execution; 

storing review and/or execution data in a single contract database comprising da 
obtained from multiple contract documents; 

obtaining from the flatabase an indication as to whether the draft is being reviewed and/(j>r 
executed. 
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storing, after execution of said draft, data obtained from the resulting contract in sr id 

database, said data comprising payment triggering event data; 

generating from said database a report of payment triggering events; 

analyzing the report to determine whether payment should be made; 

making payment; ^nd 

updating the database to reflect that payment was made. 
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IX. EVIDENCE APPENDIX 

Pursuant to 37 C.F.R. § 41.37(c)(l)(ix), submitted herewith are copies of any evidence 
submitted pursuant to 37 <fF.R. §§ 1.130, 1.131, 1.132 or any other evidence entered by the 
Examiner and relied upon by the Appellants in the appeal. 

NONE. 
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X. RELATED PROCEEDINGS APPENDIX 



T 



Submitted herewith are copies of decisions rendered by a court or the Board in any 
proceeding identified in Section II pursuant to 37 C.F.R. § 41.37(c)(1)(h). 

NONE. 
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